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DETAILED ACTION 

Claim Objections 

1 . Claim 27 is objected to because of the following informalities: Claim 27 depends 
from cancelled claim 17. For the purposes of examination the Examiner is interpreting 
claim 27 to depend from claim 12. Appropriate correction is required. 



Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long}, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

3. Claims 1-2, 5, 8, 12-16, 19, 21-22, and 27 are rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1 , 3 
and 8 of U.S. Patent No. 7,313,429. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because both the present and the '429 
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patent claim a magnetic navigation system for orienting a magnetically responsive 
device in an operating region in a subject using at least two magnet units where the 
units comprise a positioner for positioning the magnets about a subject where the 
positioner is controlled such that the selective changes of the magnets maintain a 
desired magnetic field direction. Although the present application does not expressly 
claim an imaging system carried on a C arm for imaging the operating region in the 
subject, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the present application to image the operating region in a subject. 
The motivation to modify the present application to include a C arm imaging system 
would have been to visualize the magnetically responsive device within the operating 
region. 

4. Claims 5, 8 and 10-12 and 27 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claim 1 of U.S. Patent 
No. 7,019,610. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because both the present application and the '610 patent claim 
a magnetic navigation system to apply a magnetic field in a selected direction 
comprising at least two magnets on opposite sides of an operating region and a support 
for supporting and positioning the magnets about the operating region. The present 
application does not expressly claim moving the magnet from a state in which the 
magnet applies a field to the operating region and a second state in which the magnet 
does not apply a field in the operating region. However, it would have been obvious to 
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one of ordinary skill in the art at the time of the invention to modify the present 
application to include positioning the magnets between states in which the magnet does 
and does not apply a field in the operating region. The motivation to modify the present 
application to include positioning the magnets between states in which the magnet does 
and does not apply a field in the operating region would have been to allow an operator 
to stop or pause the navigation. 

5. Claims 1-2, 5, 8 and 19-24 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 3-4, 13-14, and 
17 of U.S. Patent No. 7,264,584. Although the conflicting claims are not identical, they 
are not patentably distinct from each other because both the present and the '584 
patent teach a magnetic navigation system for orienting a magnetically responsive 
device in an operating region in a subject using at least two magnet units where the 
units comprise a positioner for positioning the magnets about a subject where the 
positioner is controlled such that the selective changes of the magnets maintain a 
desired magnetic field direction. Also, both the present application and the '584 patent 
teach avoiding interfering objects and employing models and look up tables to control 
the movements of the magnets. The present application does not expressly teach a 
processor or a calculating and transforming step to create sequential field vectors. 
However, it would have been obvious to one of ordinary skill in the art at the time of the 
endeavor to have modified the present application to include a processor and a 
calculating and transforming step to create sequential field vectors. The motivation to 
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modify the present application to include a processor and a calculating and transforming 
step to create sequential field vectors would have been to use well known means of 
magnetically causing translations. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1-2, 5, 8, 10-16 and 27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Matsutani (USPN 4,875,485) in view of Creighton et al. (WO 
99/23934). 

Matsutani '485 discloses a subject support (col. 3, lines 19-20); two magnet units 
disposed on opposite sides of an operating region such that they are collinear (figure 1, 
ref. 19 & 20), each magnet having a magnet positioner and a controller for coordinated 
movement about an operating region while maintaining a homogeneous support (col. 3, 
lines 20-44). Matsutani '485 also discloses a support for mounting the at least two 
magnet units adjacent to the operating region in the subject (col. 4, lines 51-60). 

Matsutani '485 does not teach that the magnets are used to orient a magnetically 
responsive device. Matsutani '485 also does not disclose that two magnet units 
disposed on opposite sides of an operating region each unit having a positioner for 
changing the position of the magnet in the unit to change the net direction of the field 
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while the field is applied. Matsutani '485 also does not expressly teach disposing two 
magnet units having arcuate supports or stanchions on opposite sides of and operating 
region. Matsutani '485 also does not disclose that the magnets are rotatable about the 
operating region in a transverse plane of the subject. 

Creighton et al. '934 discloses a controllable pivot for changing the position of the 
magnet in the unit to change the net direction of the field while the field is applied by the 
at least two units to orient or navigate a magnetically responsive device (abstract). 
Creighton et al. '934 also teaches a controlling apparatus may be provided and coupled 
to articulation systems, the pair of axial coils, the articulation and rotation systems, as 
well as the imaging system (figure 4, refs. 16,30), as well as control current in a coil 
used as magnet (pg. 11 ). Furthermore, Creighton et al. '934 incorporates by reference 
robotic arm control in response to user input (pg. 9-10). 

Creighton et al. '934 also teaches having two magnet units (pg. 4), and wherein 
the magnet units have an arcuate support arm that permits rotation about the operating 
region in a transverse plane of the subject where the magnets translate along the plane 
(figure 3B, ref. 54). Creighton et al. '934 also discloses an imaging system (figure 4, 
refs. 16,30) comprising a movable support, an imaging beam source (ref. 16), an 
imaging beam receiver (ref. 28) and a controller for coordinating the movement of the 
imaging system and the magnets (pg. 4, 9-10). 
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Creighton et al. '934 further teaches having two stanchions that are disposed on 
opposite sides of the patient support, each mounted with identical arcuate support arms, 
thus permitting rotation about a parallel plane (pg. 4 & 9). 

It would have been obvious to modify the movable opposing magnet assembly of 
Matsutani '485 with the pivoting magnets in the arcuate support arms which are 
mounted on the two oppositely disposed stanchions as taught by Creighton et al. '934. 
The motivation to do so would be to supply significant fields in all directions and all 
locations in an operating region of a patient. 

Response to Arguments 

8. Applicant's arguments filed 03/20/2008 have been fully considered but they are 
not persuasive. Regarding applicants arguments with respect to claims 1-2, 5, 8, 10-16, 
and 27, the Applicant argues that the claims require "a control for operating the 
positioners of each magnet to selectively change the positions of the magnets to 
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maintain the magnetic field direction and...". The examiner stands that the control in the 
reference would be capable op performing that function and that the apparatus must be 
distinguished from the prior art in terms of structure not function. See MPEP 2114. 
Further Regarding applicants arguments with respect to claims 12-16, the Examiner 
stands that first and second units 50, 52, 54 disposed on opposite sides of a patient of 
Creighton et al. '934 would inherently retain an opposed relation during an operation 
(See Creighton et al. '934, Pg. 9). 

9. Applicant's arguments, filed 03/20/2008, with respect to the rejection(s) of 
claim(s) 19-24 have been fully considered and are persuasive. Therefore, the rejection 
has been withdrawn. However, upon further consideration, a new ground(s) of rejection 
is made. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ellsworth Weatherby whose telephone number is (571) 
272-2248. The examiner can normally be reached on M-F 8:30 a.m. - 5:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Casler can be reached on 571-272-4956. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Ruth S. Smith/ 

Primary Examiner, Art Unit 3737 

EW 



